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Before Hairston, Bucher and Bottorff, Adm nistrative
Trademar k Judges.

Opi nion by Hairston, Adm nistrative Trademark Judge:
An application has been filed by the M| ano Hat
Conpany, Inc. to register the conposite mark M LANO HATS

and design, as shown bel ow for “western hats and caps.”?

! Serial No. 75/199, 345 filed Novenber 18, 1996, based on an

all egation of a bona fide intention to use the mark in conmerce.
The word “HATS’ and the pictorial representation of Italy have
been di sclained apart fromthe mark as shown.
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Regi strati on has been refused under Section 2(a) of
the Trademark Act on the ground that the mark is
geographi cal |y deceptive.? It is the Examining Attorney’s
position that if applicant were to use this mark on the
identified goods, purchasers would m stakenly believe that

the goods originate in Mlan, Italy, and that this

2 The Examining Attorney also initially refused registration

under Section 2(e)(3) of the Trademark Act on the ground that the
mark i s geographically deceptively m sdescriptive. In response
thereto, applicant subm tted a declaration under Section 2(f) of
the Act claimng that the mark had acquired distinctiveness as a
result of over fourteen years use. Further, applicant asserted
that the mark had becone distinctive prior to Decenber 8, 1993,
the date of enactnment of the North American Free Trade Agreenent.
The Exam ning Attorney subsequently wi thdrew the Section 2(e)(3)
refusal. W consider the Section 2(a) and 2(e)(3) refusals to be
alternative refusals. Thus, if we find that the mark is not
geographi cal ly deceptive under Section 2(a), it may be registered
pursuant to the provisions of Section 2(f).
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m sunder st andi ng woul d be a material factor in the

pur chasi ng deci si on.

Appl i cant has appeal ed. Briefs have been filed, but
no oral hearing was requested.?

The test for determ ning whether a mark is
geogr aphi cal ly deceptive under Section 2(a) is set forth in
Institut National des Appellations D Oigine v. Vitners
International Co., Inc., 958 F.2d 1574, 22 USP@d 1190,
1195 (Fed. Gr. 1992). The elenents are as foll ows:

1. \Wether the primary significance of the
mark as it is used is a generally known
geogr aphi c pl ace;

2. \Wether purchasers are likely to
beli eve, m stakenly, that the goods or
services sold under applicant’s mark
have their origin in or are sonmehow
connected with the geographic place
named in the mark and, if so;

3. Wiether a purchaser’s ni staken
belief as to the geographic origin
of the goods or services would
materially affect that purchaser’s
decision to buy the goods or services
sol d under the mark.

® W note that the Board, in a decision issued March 27, 2002,
affirmed the Exam ning Attorney’s refusal to register, under
Sections 2(e)(2) and 2(a) of the Act, applicant’s conposite mark
M LANO and design for western shirts (Serial No. 75/199, 511).
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At the outset, we note that applicant is incorporated
in the state of Texas and has indicated that its western
hats and caps will not be manufactured or produced in
Mlan, Italy. Further, there is no dispute that the term
“Mlano” is Italian for the city of Mlan in Italy.*

In urging reversal of the refusal to register,
applicant argues that the primary significance of the term
Ml ano is not geographic. Rather, applicant maintains that
the primary significance of Mlano is as a surnane, and
that applicant selected the applied-for mark because of the

surname of its founder, John M| ano, and not because of any

“In this regard, the Examining Attorney subnitted an entry from
Webster’s New Geographical Dictionary (1988), the rel evant
portion of which is reproduced bel ow.

Milan \mas-lan, -Tin\ ar Iral. Mi-la-no \me-‘lli::- or
aac. Mo-d_i-n-ll-nlm \in&i-E-8-14n-am, med-\. Cmm-
cial and industrial commune, % of Lombardy and of
Milano prov., N Italy, 76 m. NE of Genoa in a fertile plain
betw"eula Adda and Ticino rivers; pop. (1981p) 1,634.638;
archiepiscopal ses; principal financial center of Italy;
produces machinery, textiles (esp. silk), chemicals. motor
_vd?cla. clothing: numerous notable buaildings, including
white-marble cathedral (begun 1387, completed 1858), 3d
larga_st i Europe; castle, amphitheater, triumphal arch,
bml_mn. of St. Ambrose (dch cent., restored), roval- and
-rchleplsmpal pnlams, Brera palace (incl. Breya art gal-
Ey). Ambrosian library {eartiest public library in Europe),
Scala theater, Ospedale Maggiore (1456, first municipal

- bospital); Univ. of Milan (1924), technical institute (1863).
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desired connection with Mlan. According to applicant,
because its founder is one of the best known figures in the
hat industry, prospective purchasers of applicant’s goods
wi |l associate the applied-for mark with applicant, the
M | ano Hat Conpany, and not the city of MIlan

Further, applicant maintains that western hats, in
particular, are indigenous to the southwest United States,
and that no appreciable nunber of western hats have ever
been designed or produced in Mlan. Applicant maintains
that while Mlan may be well known as a fashion center, it
is not known for the design or production of western hats.
In this regard, applicant offered the declaration of C ay
Cavender, vice-president and head buyer of Cavender’s Boot
City, a chain of approximately forty western wear stores
| ocat ed t hroughout Texas. According to M. Cavender,
Cavender’s Boot City is one of the |argest sellers of
western wear products in the country. M. Cavender states
that he is famliar with buyer preferences in relation to
western wear and that he has purchased products from
applicant for many years for sale in Cavender’s Boot City
stores. Further, M. Cavender states that to his
know edge, no custoner has ever purchased or considered
pur chasi ng applicant’s products sold under the sane or

simlar mark involved herein under the inpression that the
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products had a connection with Mlan; that custoners of
western wear prefer that such goods cone from a conpany
based in the southwest United States rather than froma
conpany in a “high fashion” center such as M| an, Paris,
London or New York; that alnost all of the western wear
vendors with whom he does busi ness are based in the

sout hwest United States, although sone vendors manufacture
their products el sewhere because of cost considerations;
and that no significant nunber of consuners of western wear
has been or will be deceived with regard to any geographic
connection to Mlan by applicant’s mark as used on western
hat s.

Wth respect to caps, applicant argues that basebal
caps, in particular, are indigenous to the United States
and that they are generally associated with athletic teans
and conpany pronotions. Applicant argues, therefore, that
prospective purchasers will not associate these kinds of
goods with M| an

Finally, applicant states that the star on the map of
Italy in the drawing of its mark designates the city of
Sorrento, which is located in the southern part of Italy,
and is the birthplace of applicant’s founder. Applicant

mai ntains that there will be no deception in this case
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because the star serves to negate any connection with
M1l an, which is located in the northernnost part of Italy.

It is the Examning Attorney’s position that the
primary significance of applicant’s mark as a whole is the
geographic place Mlan, Italy. As noted previously, the
Exam ning Attorney submitted a dictionary entry with regard
to the term*“MIlano.” The Exam ning Attorney acknow edges
that the entire mark is nore than the word M LANO.
However, the Exam ning Attorney notes that the term “HATS’
is sinply the generic name for applicant’s goods and serves
no source-identifying function. Mreover, the Exam ning
Attorney argues that the pictorial representation of Italy
in the drawing of the mark reinforces the geographic
connotation of the mark as a whol e.

Further, in view of the evidence of a goods/place
associ ation between clothing and M| an, and the fame of
Ml an as a fashion center, the Exam ning Attorney argues
that the public will be likely to believe that applicant’s
goods cone fromMlan and this belief will materially
affect the public’s decision to buy applicant’s goods.
Al so, the Exam ning Attorney argues that the city of MIan

is especially associated with hats as evi denced by the
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following definition of the word “mlIliner” taken from The

Anerican Heritage Dictionary of the English Language (3ed.

1992) [ el ectronic version]:

mlliner (noun): one that makes, trins, designs,

or sells hats. [Probably alteration of Mddle

English Ml ener, native of Mlan, fromMIan

t he source of goods such as bonnets and | ace.

After careful consideration of the record herein and
the argunents of the Exam ning Attorney and applicant, we
find that purchasers would be likely to believe,

m st akenly, that western hats and caps sol d under
applicant’s mark originated in or were sonehow connect ed
with Mlan. Wile it appears that the term“M Il ano” has
sone surnane significance, the evidence of record
denonstrates that the primary significance of the termis
geographical . Applicant has presented no evidence that
“MIlano” is a cormmobn surnane. Mreover, we agree with the
Exam ning Attorney that the pictorial representation of
Italy in the drawing of the mark rei nforces the geographic
connotation. Mst Anerican consuners would certainly
recogni ze the pictorial representation as Italy and al ong
with the word M LANO woul d make an association with M| an.
On the other hand, we are not convinced that nost Anericans

woul d know that the star is in the | ocation of Sorrento,

rather than Mlan. Thus, contrary to applicant, we do not
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find that the star negates any association with M1l an

Al so, in our mnds, the | asso which surrounds the term

M LANO and the pictorial representation of Italy does not
detract fromthe geographic significance of the mark, but
i nstead serves to convey that the goods are western in
nature with a Mlan origin or connection

Wth respect to applicant’s argunent that custoners
will understand that MLANO in its mark refers to applicant
and not the city of Mlan, while custoners who have sone
famliarity with applicant or its founder may well
recogni ze this, our concern is not limted to these
custoners. Rather, we nmust concern ourselves with the
purchasi ng public in general, and purchasers who are not
famliar with either applicant or its founder would be free
to make the association between the city of MIlan and
applicant’s goods.

Turning then to the question of whether purchasers are
likely to nmake a goods/pl ace associ ati on between western
hats and caps and Mlan, we find that the Exam ning
Attorney has submtted anple evidence to support such an
association. In addition to the dictionary entry which
indicates that Mlan is a producer of clothing, the
Exam ni ng Attorney submtted Nexis excerpts which

denonstrate that, as applied to itens of clothing, the
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primary significance of Mlan is geographical given Mlan's
reputation as a center of fashion apparel. Exanples are
set forth bel ow

Spurring Mlan's growth as a hi gh-fashion
hub are a handful of design houses such as
Krizia, Versace, and Ferre, whose ties to
Italian textile giants give them gl obal
reach.

(Busi ness Week; July 20, 1987);

Al t hough no strangers to fashion — the word
“mllinery” cones from*“MIlaner” - the

M | anese have becone a nmj or power in the
the international fashion world in just

the | ast decade. Fashion generates nore
than $10 billion in sales for Italy, alnost
hal f of which cones from exports. Even the
French, vaunted masters of the fashion
worl d, cone here to buy nmuch of their fabric,
as do many of Anmerica’'s top designers.
(Chicago Tribune; March 9, 1998);

Over the past decade, M| an has cone to
rival New York and Paris as one of the
worl d’ s fashion centers.

(The Boston G obe; Novenmber 10, 1997); and

Okun is constantly at work with the conpany’s
custoner base. And he travels all over to
the world s fashion centers: Paris, London,
Ml an, attending all the inportant fashion
shows and functi ons.

(Textile Wrld; June 1996).

Further, the Exami ning Attorney nmade of record Nexis
excerpts, which denonstrate that western wear, in

particul ar, debuts or premeres in MIan.

10
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Every few years, as faithfully as a

Yel | owst one geyser, fashion goes cowboy
crazy. Rodeo gaga. Boots, hats, beadwork,
fringe — the icons of Western nythol ogy
suddenly start appearing on the |ikes of
Madonna and Kate Moss and in places far,
far fromthe Santa Fe Plaza or Mesquite
Rodeo . . . Although this nmay be the

bi ggest year for Westernalia since the
roundup of ' 88, the specifics have changed
just enough to require that we all go
shopping. Far from “U ban Cowboy’s” boot-
scootin’ flash or “Lonesone Dove' s” dusty
drovers, the latest spin on Western is
rooted not in Laram e or Dodge, but in
New York, Paris and M I an

(Pittsburgh Post-Gazette; Septenber 19,
1999);

Last sumrer, fashion nagazi nes targeting
both nen and wonen touted “Vegas chic’—
fringed and beaded jackets, skirts and
pants, for instance . . . as the style
to mmc. The industry s affinity for
all things Western carried over into the
fall and wi nter, when people attending

t he fashion shows in New York, Paris and
Ml an turned out in dark denimoutfits
accented with scrunched cowboy hats and
gl eam ng bl ack boots.

Your father’s suits, your son’s cowboy
boots, the animal skin rug in your den
shoul d form about the right inspirationa
m x for your fall fashion wardrobe, if

t he European shows have any say. In

M| an, London and Paris, the world s top
desi gners are goi ng for nenswear

i nspirations, Anerican Western wear and
animal prints in the clothes that wll
cone here in may fornms for fall and

Wi nter.

(The Boston d obe; March 23, 1992); and

“Here in Italy, I'"'mseeing a |lot of big
West ern buckl es, as well as exotic cowboy
boots,” said Julian by phone froma trend-

11



Ser No. 75/199, 345

watching trip to Mlan. The revival of the
Western | ook as fashion fare is hitting in

t he hi gh-end desi gner category, says Julian.
(The Tinmes-Pi cayune; January 16, 2001).

This record establishes MIlan’s prom nence as a center
of fashion, including western wear, and the public would be
likely to believe that applicant’s western hats originate
in or are sonmehow connected with MIlan. The declaration of
M. Cavender does not rebut this prima facie case. Wiile
traditional custoners of western wear nay be know edgeabl e
about its origins and may even prefer that it conme from
conpani es |located in the southwest United States, our
concern is not limted to such individuals. There is no
question that western wear is sold to the buying public at
large, and that fromtinme to tinme, western styles are in
fashion. Thus, the average purchaser would be likely to
bel i eve, m stakenly, because of the association between
M1l an and clothing that applicant’s western hats originate
in or are sonmehow connected to M| an.

I n addi ti on, because applicant’s identification of
goods is not restricted as to any specific types of caps,
it must be assuned that applicant will sell caps of al

types; not only baseball caps.® This would necessarily

> W shoul d make clear that applicant has not argued that its
identification of goods should be read to mean “western caps.”
Moreover, we are not aware of any such type of caps.

12
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i nclude stylish or dressy caps. Because of Mlan’s
prom nence as a fashion center, prospective purchasers
woul d be likely to believe, mstakenly, that applicant’s
caps originated with or had sonme connection with M| an

Moreover, even if applicant’s identification of goods
were limted to baseball caps, we would not be persuaded by
applicant’s argunment that consunmers would not believe its
basebal | caps originated from M| an because basebal | caps
are generally associated with athletic teans and conpany
pronotions. |In today’ s nmarket, baseball caps are
enbl azoned with cartoon characters, geographic nanes, and
trendy expressions, anong other things. W have no doubt
that if a prospective purchaser were to encounter a
basebal | cap under applicant’s mark with “M | an” enbl azoned
on the front of the cap, the purchaser would be likely to
bel i eve, m stakenly, that the baseball cap originated in or
had some connection with M1lan.®

The final question then is whether the geographi cal

m sdescription created by applicant’s mark has been shown

® In reaching our conclusion that purchasers are likely to nake a
goods/ pl ace associ ati on between western hats and caps and M an,
we accorded little weight to the dictionary entry for the word
“mlliner” made of record by the Exam ning Attorney. W do not
bel i eve the average American consuner is aware of the derivation
of the word “mlliner.”

13
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to be material to the purchase of western hats and caps
bearing the mark. W find that it has. The evidence put
forth by the Exam ning Attorney denonstrates the fane of
Mlan as a center of fashion and its reputation for fine
quality and fanpbus designers. Thus, there is no question
that a MIlan connection would nore appealing or desirable
to prospective purchasers, and thus, this factor would be
material to the decision to purchase western hats and caps.
Decision: The refusal to register under Section 2(a)

of the Tradenmark Act is affirned.
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